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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

GOOGLE INC. 

 

  Opposer, 

 

v. 

 

HANGINOUT, INC., 

 

  Applicant. 

 

Opposition No.  91217437 

  

  

  

App. Ser. No. 85/674,801 

                                

 

  

Mark: HANGINOUT 

                

 

 

  

______________________________________________________________________ 

 

OPPOSER GOOGLE INC.’S 

MOTION TO SUSPEND OPPOSITION 

 

 Google Inc. (“Google”), through its undersigned counsel, states as follows for its Motion 

to Suspend Opposition pending the final determination of a civil action between the parties. 

I. INTRODUCTION 

This matter concerns Google’s opposition of Application Serial Number 85/674,801 (the 

"‘801 Application"), owned by Hanginout, Inc. (“Applicant”).  The ‘801 Application seeks 

registration of HANGINOUT for good and services in International Classes 9 and 38. 

Applicant has initiated a civil action against Google in the United States District Court 

for the Southern District of California, Case No. 3:13-CV-02811-AJB-NLS (the “District Court 

Action”).  In the District Court Action, Applicant has alleged, among other things, that it owns 

enforceable rights in HANGINOUT and the  design mark, that such rights are 

evidenced by the ‘801 Application, as well by Application Serial No. 85/764,799 for 

, and that Google has infringed and otherwise violated those rights.  Google has 
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answered the complaint alleging, inter alia, that Applicant does not own rights in HANGINOUT 

and  that are senior to Google’s rights in its mark HANGOUTS, which is the 

subject of Application Serial No. 85/916,316.  The District Court Action thus will have a direct 

impact on these proceedings.  In accordance with well-established principles, including those 

codified in 37 C.F.R. 2.117(a) and set forth in Section 510.02(a) of the Trademark Trial and 

Appeal Board Manual of Procedure (“TBMP”), Google respectfully requests that the Board 

suspend this opposition pending a final determination of the District Court Action. 

II. FACTS AND PROCEDURAL HISTORY 

 On November 26, 2013, Applicant filed the District Court Action, in which Google was 

named as defendant.  In the complaint, as amended on January 28, 2014, (the “Complaint”) 

(copy attached as Appendix A), Applicant alleged that it owns rights in the HANGINOUT and 

 marks that are superior to Google’s rights in HANGOUTS, that Google’s mark is 

confusingly similar to Applicant’s marks, and that Google has infringed Applicant’s rights.  

Appendix A, at ¶ 38 to 45.  Applicant put these allegations squarely before the District Court in a 

motion for preliminary injunction filed on January 22, 2014.  

 On May 12, 2014, the District Court concluded, in part, that Applicant “failed to present 

sufficient evidence of” rights senior to Google’s to warrant preliminary injunctive relief.  See 

Order Denying Hanginout’s Motion For Preliminary Injunction, at 34 (attached as Appendix B).  

On June 25, 2014, Google filed its answer to the Complaint (the “Answer”) (copy attached as 

Appendix C).  At paragraph 63 of the Answer, Google alleged that Applicant does not own 

trademark rights in HANGINOUT and  that are senior to Google’s rights in 

HANGOUTS, and Google prayed for a judgment to that effect.  
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III. ARGUMENT 

 When parties to a Board proceeding are involved in a civil action that may be dispositive 

of the issues before the Board, the Board generally will suspend its proceedings pending the final 

determination of the civil action.  See 37 C.F.R. 2.117(a).  This rule is set forth in TBMP 

510.02(a), which states: “Whenever it comes to the attention of the Board that a party or parties 

to a case pending before it are involved in a civil action which may have a bearing on the Board 

case, proceedings before the Board may be suspended until final determination of the civil 

action.”  TBMP § 510.02(a); see also General Motors Corp. v. Cadillac Club Fashions Inc., 22 

USPQ2d 1933 (TTAB 1992) (granting a motion to suspend where “[a] decision by the district 

court [would] be dispositive of the issues before the Board”); Tokaido v. Honda Associates, Inc., 

179 USPQ 861 (TTAB 1973) (suspending opposition proceeding “pending final determination of 

the civil suit in which the parties are now involved”). 

 The question before the Board, therefore, is whether the District Court Action will have a 

“bearing” on the opposition.  See TBMP § 510.02(a).  The Complaint, preliminary injunction 

proceedings, and Answer all raise issues that are identical to those at issue in this opposition 

proceeding before the Board.  The opposition therefore should be suspended pursuant to 37 

C.F.R. 2.117(a) and TBMP § 510.02(a). 

 As discussed above, Applicant has alleged in the District Court Action that it owns 

enforceable rights in HANGINOUT and , that Google’s HANGOUTS mark is 

confusingly similar to Applicant’s marks, and that Google has infringed Applicant’s rights.  

Appendix A, at ¶ 38 to 45.  Further, Applicant alleged that the application for registration that is 

the subject of this opposition provides evidence of Applicant’s rights.  Appendix A, at ¶ 22 to 24.  

These issues were directly before the District Court in Applicant’s motion for preliminary 

injunction.  See Appendix B.  
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 In its Answer, Google alleged that Applicant does not own rights in HANGINOUT and 

 that are senior to Google’s rights in HANGOUTS.  Appendix C, at ¶ 63.   

 Likewise, in this opposition, central issues include the priority of use of Google’s 

HANGOUTS mark vis-à-vis Applicant’s HANGINOUT, as well as the likelihood of confusion 

between the parties’ marks. 

 These matters, as raised by Applicant in the Complaint and its motion for a preliminary 

injunction, and by Google in the Answer, are central to the District Court Action.  Indeed, the 

District Court has already addressed these issues when it denied Applicant’s motion for a 

preliminary injunction.  Any final determination by the District Court of the likelihood of 

confusion between the parties’ marks and the priority of rights would resolve the questions 

before the Board in this opposition.  For these reasons, the District Court Action not only will 

have a “bearing” on the issues before the Board, but also likely will be dispositive.  See General 

Motors Corp., 22 USPQ2d 1933 (TTAB 1992) (granting a motion to suspend where “[a] 

decision by the district court [would] be dispositive of the issues before the Board”).  

Accordingly, Google respectfully submits that the Board should grant Google’s Motion to 

Suspend and, pursuant to that suspension, suspend each party’s rights or obligations to file 

motions, briefs, and other memoranda. 
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IV. CONCLUSION 

 For the foregoing reasons, Google respectfully requests that the Board suspend this 

Opposition No. 91217437 pending a final resolution of the District Court Action and, pursuant to 

that suspension, suspend each party's rights or obligations to file motions, briefs, and other 

memoranda.  

Respectfully submitted, 

 

DICKINSON WRIGHT PLLC 

 

 

By: ___________________________ 

Matthew J. Snider (P76744) 

Attorney for GOOGLE INC. 

350 S. Main St., Suite 350 

Ann Arbor, MI 

(734) 623-1909 

MSnider@dickinsonwright.com  

 

 

Dated:  September 17, 2014    



 6 

CERTIFICATE OF SERVICE 

 

 

 

I HEREBY CERTIFY that, on September 17, 2014, a true copy of this document was 

served on counsel for the Applicant by delivering the same via First Class U.S. Mail, postage 

prepaid, to: Andrew D. Skale, MINTZ, LEVIN, COHN, FERRIS, GLOVSKY AND POPEO, 

P.C, 3580 Carmel Mountain Rd, Suite 300, San Diego, California  92130-6768. 

 

 

DICKINSON WRIGHT PLLC 

 

 

By: ___________________________ 

Matthew J. Snider (P76744) 

Attorney for GOOGLE INC. 

350 S. Main St., Suite 350 

Ann Arbor, MI 

(734) 623-1909 

MSnider@dickinsonwright.com  

 

 

Dated:  September 17, 2014    
 

 






































































































































































